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DETAILED ACTION 



Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 U.S.C. 
1 19(a)-(d). The certified copy has been filed in Application No. 10/823498, filed on June 
30, 2004. 

Oath/Declaration 

The Oath filed June 30, 2004 complies with all the requirements set fort in MPEP 
602 and therefore is accepted. 

Drawings 

The filed drawings are accepted. 

Specification 
The contents of the filed specification are accepted. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per claims 1, 7, 14: 
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The phrase "in particular" renders the claim indefinite because it is unclear 
whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

The phrase "such as" renders the claim indefinite because it is unclear whether 
the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

The phrase "matrix-like" renders the claim(s) indefinite because the claim(s) 
include(s) elements not actually disclosed (those encompassed by "or the like"), thereby 
rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

As per claims 2, 10, & 15: 

The phrase "at least partial information with respect to" renders the claim 
indefinite because it is unclear in what way the limitations following the phrase are part 
of the claimed invention. See MPEP § 2173.05(d). For the purposes of compact 
prosecution the examiner assumes that the libraries contain information regarding at 
least one of the specifics from the list. 

As per claims 3, 9, & 17: 

These claims are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicant mentions that each "dimension" holds 
a different set of data. However, it is unclear to understand how one dimension can hold 
a certain value without intersecting the other dimension, since in matrices each data 
value's position is denoted by at least two dimensions (row, column). For the purposes 



( 
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of compact prosecution the examiner assumes that the multidimensional matrix is a 
central database with different values stored in a pattern. 
As per claims 5 f 12, & 19: 

These claims are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicant claims "generally legible manner", it is 
unclear what applicant means by "generally legible", further examiner would like to point 
out that the sentence structure of these claims makes it extremely difficult for the 
examiner to clearly understand the limitations of these claims. Appropriate correction is 
requested. 

As per claims 6, 13, & 16: 

The phrase "for example" renders the claim indefinite because it is unclear 
whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

The phrase "such as" renders the claim indefinite because it is unclear whether 
the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

The phrase "preferably" renders the claim indefinite because it is unclear whether 
the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

As per claims 8, 11,18, & 20-22: 
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These claims are rejected by virtue of their dependency. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 4-5, 29-33, and 37 are rejected under 35 U.S.C. 102 (b) as being 
fully anticipated by Peters et al. US Pat no. 4,606,025. 
As per claim 1 : 

Peter et al. teaches a method which generates an IC tester control consisting of 
numerous test instructions for a plurality of specific test environments, which can 
generate and measure analog and digital signals for an IC, in particular a mixed-signal 
IC (column 2, lines 35-67), wherein the method obtains data and control instructions 
from multidimensional test matrices independent of the test environment, such as 
matrix-like databases or libraries (Figure 1 # 12, column 4, lines 19-40), the data and 
control instructions independent of the test environment are converted by means of a 
code generator into a syntax which is dependent on the test environment and which can 
be integrated into a general syntax dependent on the test environment (Figure 1 # 14 & 
16) , so that the syntax dependent on the test environment and the general syntax 
dependent on the test environment together form a complete control, comprising analog 
and digital signals, for one of the specific test environments (Figure 1 # 19A-X). 

As per claim 2: 
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Peter et al. teaches a method as rejected in claim 1 above, wherein, during its 
conversion phase, the code generator employs a library group in which are integrated 
various libraries which contain at least partial information with respect to a) the test 
environment (Figure 1 # 20A), b) the syntax dependent on the test environment, c) the 
test environment resources, d) the sequence of test methods, e) the standard functions 
of the test environment, f) the load board structure, g) the standard functions dependent 
on the load board and h) the code generator optimization. 

As per claim 3: 

Peter et al. teaches a method as rejected in claim 1 above, wherein a 
multidimensional test matrix has, in a first dimension, data on the number and 
arrangement of pins of the IC, in a further dimension, data on the meaning, the name 
and the signal flow direction of the pins of the IC, in a further dimension, sequences of 
test instructions, in a further dimension, test instruction headings which summarize 
individual test instructions, in one dimension, specifies general test conditions, in one 
dimension, specifies the start conditions for a test, in one dimension, specifies test 
patterns, in one dimension, specifies functional descriptions of the tests, in one 
dimension, specifies switching values, in one dimension, specifies conditions for quality 
sorting of ICs. (Figures 3A-L). 

As per claim 5: 

Peter et al. teaches the method as rejected in claim 1 above, wherein a 
processible data sheet of the IC serves as the origin for the matrices independent of the 
test environment, on the basis of which data sheet automated test description 
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documentations are generated from the matrices and name, in a generally legible 
manner, the scope, the type, the duration and the type of the data and control 
instructions (Figure 1 # 12). 
As per claim 6: 

Peter et al. teaches the method as rejected in claim 1 above, wherein signals 
which are analog and/or digital are read in from the test environment (columns 7-8), 
preferably with a time lag after superposition of signals of the control, in order to be 
evaluated via mixed-signal test methods, such as, for example, a method for the gain or 
gains, the voltage ratios, the frequency responses, the phase positions, the wave 
shapes, the harmonics and/or the transit-time behavior. 

As per claim 7: 

Peter et al. teaches a method which generates an IC tester control, consisting of 
numerous test instructions, for a plurality of specific test environments, which can 
generate and measure analog and digital signals for an IC, in particular a mixed-signal 
IC (column 2, lines 35-67), wherein the individual specific test environments differ from 
one another in their structure and/or their syntax (Figure 1 # 21 A-X), the method obtains 
data and control instructions from multidimensional test matrices independent of the test 
environment, such as matrix-like databases or libraries (Figure 1 # 12, column 4, lines 
19-40), the data and control instructions independent of the tester environment are 
converted by means of a code generator into a syntax which is dependent on the test 
environment and which can be integrated into a general syntax dependent on the test 
environment (Figure 1 # 14 & 16), so that the syntax dependent on the test environment 
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and the general syntax dependent on the test environment together form a complete 
control, comprising analog and digital signals, for one of the specific test environments 
(Figure 1 # 19A-X). 
As per claim 8: 

Peter et al. teaches the method as rejected in claim 7 above, wherein, in the 
multidimensional test matrices, it is possible to list test methods which enable both 
digital and analog signals of the control of the test environment to occur synchronously 
(columns 7-8). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 4 are rejected under 35 U.S.C. 103(a) as being unpatentable in view of 

Peters et al. US Pat no. 4,606,025. 

As per claims 4: 
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Peter et al. substantially teaches a method as rejected in claim 1 above, wherein 
the code generator comprises at least one of the following components; a DC test 
generator which reads out and converts the data and control instructions from matrices 
(Figure 6), which generate DC voltage values for an IC in the test environment, an AC 
test generator which reads out and converts the data and control instructions from 
matrices, which generate AC voltage values or signal curves for an IC in the test 
environment (Figure 7), a digital test generator which reads out and converts the data 
and control instructions from matrices, which generate digital voltage values for an IC in 
the test environment, a load board generator which reads out and converts the data and 
control instructions from matrices, which refer to the resources and requirements with 
respect to the load conditions of the load boards of the test environment, a test rule 
verifier which checks whether the data and control instructions of the syntax dependent 
on the test environment can be executed in the test environment, and the code 
generator runs through a multistage method in the first stage of which the data and 
control instructions of a matrix are made available to the code generator as source 
information column (column 4, lines 20-45), in the second stage of which the source 
information is processed in succession, in each case by one of the components 
(columns 4-5), the last component being the test rule verifier. 

Peter et al. does not explicitly teach optimizing the instructions. However, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to optimize the instructions, since it has been held that where the general conditions of 
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a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Alter, 105 USPQ 233. 
As per claims 9-13: 

These claims teach the same limitations as claims 1-8, and hence the grounds of 
rejection stay the same. 

As per claims 14-22: 

Claims 14-22 are directed to the method of the method of claims 1 -8. Peter et al. 
teaches as stated above, the method as set forth in claims 1-8. Therefore, Peter et al. 
also teaches as stated above, the a method as set forth in claims 14-22. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saqib J. Siddiqui whose telephone number is (571) 272- 
6553. The examiner can normally be reached on 8:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
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of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Saqib Siddiqui 
Art Unit 2138 
08/09/2006 




